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DETAILED ACTION 

Response to Amendment 

This action is in response to Applicant's amendment filed October 10, 2007. Claims 1-8 
and 16-18 have been cancelled. Claims 22-27 have been newly added. Claims 9-15 and 19-27 
are pending in the present application. 

Continued Examination Under 37 CFR LI 14 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on October 10, 2007 has been entered. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 19-21 and 25-27 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Regarding independent claim 19, it is unclear as to what Applicant is intended by 
"period." It is assumed that it is referred to as a stagger period. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 9-15 and 19-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USPN 5,729,280 issued to Inoue et al. 

Regarding claim 9, Inoue teaches a method for receiving a program by a user location 
that is sent from a remote provider, the method comprising steps of: 

recording any first segment of each of the plurality of programs that are not already 
stored (col. 8, lines 35-62: recording remaining segments of program); 

detecting the user request for one of the plurality of programs (col. 8, lines 35-62: user 
directing programs to be pre-recorded); and 

recording a second segment of the one of the plurality of programs in response to the 
detecting step (col. 8, lines 35-62: recording pre-storage of the video program as directed by 
user). 
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Although Inoue does not explicitly teach determining if any of a first segment of each of 
a plurality of programs sent from the content provider before any user request for any of the 
plurality of programs are not already stored, it would have been obvious to one of ordinary skill 
in the art to determine if any of a first segment of a program is not already stored and recording a 
segment that is not already stored because doing so will allow only segments that are needed to 
be recorded, thus saving storage space. 

Regarding claim 10, Inoue teaches the method for receiving the program by the user 
location that is sent from the remote provider as recited in claim 9, further comprising a step of 
recording any remaining segments of the one of the plurality of programs (col. 8, lines 35-62). 

Regarding claim 11, Inoue teaches the method for receiving the program by the user 
location that is sent from the remote provider as recited in claim 9, wherein the first segment and 
the second segment are on different digital channels (figure 2). 

Regarding claim 12, Inoue teaches the method for receiving the program by the user 
location that is sent from the remote provider as recited in claim 9, wherein the first segment and 
the second segment are on different transponders (figure 1). 
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Regarding claim 13, Inoue teaches the method for receiving the program by the user 
location that is sent from the remote provider as recited in claim 9, further comprising a step of 
playing the one of the plurality of programs (abstract). 

Regarding claim 14, although Inoue does not explicitly teaches the method for receiving 
the program by the user location that is sent from the remote provider as recited in claim 9, 
wherein the detecting step comprises steps of: receiving a wireless request from a remote control; 
and processing the wireless request to determine a desired program, he teaches receiving request 
from user's controlling device, which in this case could be wired or wireless (col. 2, line 58 to 
col. 3, line 13). 

Regarding claim 15, Inoue teaches the method for receiving the program by the user 
location that is sent from the remote provider as recited in claim 9, wherein the first listed 
recording step comprises a step of recording the first segment on a mass storage device 
associated with a set top box that is proximate to the user location (figure 1). 

Regarding claim 19 (amended), Inoue teaches a method for receiving a program by a user 
location that is sent from a content provider, the method comprising steps of: 
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recording a first segment of a plurality of the programs sent from the content provider 
before any user request for the program (col. col. 8, lines 35-62: pre-stored program; col. 9, lines 
31-38 - pre-storing preview clips; figures 4A-4B: pre-storing programs a-e); 

detecting the user request for selected program of the plurality of programs (col. 6, lines 
14-24: user requests that program be received); and 

recording a second segment of the selected program if the user request is detected before 
a period expires wherein the period is less than a duration of the program (col. 8, lines 35-62: 
recording the rest of the program; figure 4A - user's request is detected at T6 before a period (of 
5 mins) is expired, channel 3 records program a3). 

Although Inoue does not necessarily teach recording a first segment of all of the plurality 
of programs, he teaches recording a plurality of programs as cited above. One of ordinary skill 
in the art would have recognized that this is an obvious variation or Inoue. it would have been 
obvious to record all programs in order to allow users to view all of available contents, thus 
giving user more choices. 

Regarding claim 20, Inoue teaches the method for receiving the program by the user 
location that is sent from the content provider as recited in claim 19, wherein the detecting step 
comprises a step of detecting the user request for the program during the step of recording the 
first segment (col. 8, lines 35-62). 
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Regarding claim 21, Inoue teaches the method for receiving the program by the user 
location that is sent from the content provider as recited in claim 19, wherein the recording steps 
comprise a step of recording on a rotating disk at the user location (col. 4, lines 36-46). 

Regarding claims 22 and 25, Inoue teaches wherein the first segment of each of the 
plurality of programs is sent from the content provider once (figure 4A). 

Regarding claims 23 and 26, Inoue teaches wherein the first segment of each of the 
plurality of programs are sent from the content provider on the same channel (figure 4A. 

Regarding claims 24 and 27, Inoue teaches wherein the second segment of the selected 
program is sent from the content provider more than once and on more than one channel (figure 
4A). 

Response to Arguments 

Applicant's arguments have been fully considered but they are not persuasive. 

In response to Applicant's argument in claim 9 that Inoue fails to teach "determining if 
any of a first segment of each of a plurality of programs sent from the content provider before 
any user request for any of the plurality of programs are not already stored," as argued above, 
this feature would have been obvious to one of ordinary skill in the art. Specifically, it would 
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make sense to detect a program that is stored and record only the program that is not already 
stored in order to allow only segment of programs that are needed to be recorded, thus saving 
storage space. 

Regarding claim 19, Applicant argues that Inoue fails to teach "recording a first segment 
of all a plurality of programs sent from the content provider before any user request for the 
program," as stated above in the rejection, Inoue teaches recording a first segment of a plurality 
of programs sent from the content provider, but not necessarily all of the program. One of 
ordinary skill in the art would recognize that this is an obvious variation of the teaching of Inoue. 
It would have been obvious to record all of programs as opposed to some in order to provide all 
of the programs to the user, thus allowing the user more selection choices. 

Regarding newly added claims, Inoue, in figure 4A for example teaches that the first 
segment of each of the plurality of programs is sent from the content provider once, on the same 
channel, and the second segment of the selected program is sent from the content provider more 
than once and on more than one channel. 

Conclusion 

It is noted that the column, line, and/or page number citations used in the prior art 
references as applied by the Examiner to the claimed invention are for the convenience of the 
Applicant to represent the relevant teachings of the prior art. The prior art references may contain 
further teachings and/or suggestions that may further distinguish the citations applied to the 
claims, therefore, the Applicant should consider the entirety of these prior art references during 
the process of responding to this Office Action. It is further noted that any alternative and non- 
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preferred embodiments as taught and/or suggested within the prior art references also constitute 
prior art and the prior art references may be relied upon for all the teachings would have 
reasonably suggested to one of ordinary skill in the art. See MPEP 2123. 

The prior art listed in the PTO-892 form included with this Office Action disclose 
methods, systems, and apparatus similar to those claimed and recited in the specification. The 
Examiner has cited these references to evidence the level and/or knowledge of one of ordinary 
skill in the art at the time the invention was made, to provide support for universal facts and the 
technical reasoning for the rejections made in this Office Action including the Examiner's 
broadest reasonable interpretation of the claims as required by MPEP 2111 and to evidence the 
plain meaning of any terms not defined in the specification that are interpreted by the Examiner 
in accordance with MPEP 21 1 1.01. The Applicant should consider these cited references when 
preparing a response to this Office Action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alina N. Boutah whose telephone number is 571-272-3908. The 
examiner can normally be reached on Monday-Friday (9:00 am - 5:00 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan Flynn can be reached on 571-272-1915. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Alina Boutah 
Patent Examiner 
AU2143 



